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Office Action Summary 



Application No. 

09/852,374 


Applicant(s) 

NAKAGAWA, MASAO 


Examiner 

Mark Fadok 


Art Unit 

3625 





The MAILING DATE of this communication 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1^8 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-8 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)[3 The drawing(s) filed on 10 May 2001 is/are: a)D accepted or b)H3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) Notice of References Cited (PTO-892) 

2) O Notice of DraftspersorVs Patent Drawing Review (PTO-948) 

3) O Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date , 



4) Q Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 
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DETAILED ACTION 



Drawings 



The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the use of a "portable 
remote terminal" must be shown or the feature(s) canceled from the claim(s). No new 
matter should be entered. 

A proposed drawing correction or corrected drawings are required in reply to the 
Office action to avoid abandonment of the application. The objection to the drawings 
will not be held in abeyance. 



Examiner has cited particular columns and line numbers or figures in the 
references as applied to the claims below for the convenience of the applicant. 
Although the specified citations are representative of the teachings in the art and are 
applied to the specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested from the applicant, in preparing the 
responses, to fully consider the references in entirety as potentially teaching all or part 
of the claimed invention, as well as the context of the passage as taught by the prior art 
or disclosed by the examiner. 



Examiner's Note 




Application/Control Number: 09/852,374 Page 3 

Art Unit: 3625 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 2 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter, which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. In 
this case the examiner is unable to locate a discernable definition of what a "half 
completed model image by a computer graphic" is in the specification. For the purpose 
of this office action the examiner will define this feature as best understood to be any 
set of characteristics in a database that are partially filled in which will, when complete, 
represent said sample item. 



Claim Objections 



Claim 3 is objected to because of the following informalities: The examiner 
believes that the applicant means "in which sample design is made" instead of "in which 
sample design is main". Appropriate correction is required. 
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Claim Rejections - 35 USC § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-3 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Laverty et al (6,381,032). 

In regards to claim 1, Laverty discloses a made-to-order system in an electric 
commerce transaction comprising: 

an accepted order content confirmation means for accepting an order from a 
customer (FIG 3); 

a design sample production means for producing design sample including image 
data based on data of specifications of the accepted order (col 19, lines 20-67, col 22, 
lines 18-27) 

a design sample transmitting means for transmitting the design sample to a 
customer (col 21, lines); and 
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a confirmation means for confirming whether the order contract is accepted 
based on the design sample (FIG 13, item 911). 

In regard to claim 2, Laverty teaches wherein said accepted order content 
confirmation means is capable of specifying special specifications, speciaTclesign, size, 
color, pattern and good name on a screen of homepage; 

said system further comprises database storing data of existing specifications, 
new special specifications and specifications of specific patterns (FIG 14 and FIG 6, 
item 496), and 

an image synthetic processing means for overlapping a database storing 
specification data of existing or new special specification and specific pattern so as to 
search them freely (FIG 14, col 7, line 33-col 8, line 43)) and 

specification data cited from the database with a half completed model image by 
a computer graphic (col 8, lines 29-44, system allows the incorporation of changes to 
existing specifications, see also FIG 6). 

In regard to claim 3, Laverty teaches a manufacturing arrangement means 
having manufacturing instruction form in which design sample is main (FIG 4). 



Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 4-6,7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Laverty in view of Official Notice. 

In regard to claims 4 -6 and 8, Laverty does not teach the specific product 
designs of the instant claims. However, it would have been an obvious matter of design 
choice to include specific product designs of the instant claims in Laverty, because the 
applicant has not disclosed that limiting the purchasing system of Laverty to only 
product items of the instant claims solves any stated problem or is for any particular 
purpose and it appears that the invention of Laverty would perform equally well 
designing and selling these items. 

In regard to claim 7, Laverty teaches an acceptance means and a fee collection 
means which is displayed on a customer device that can access the internet (see 
response to claims 1 and 2), but does not specifically mention that the customer device 
is a portable remote terminal, It was old and well known in the art at the time of the 
invention to conduct business over the internet with the use of portable devices. It would 




Application/Control Number: 09/852,374 Page 7 

Art Unit: 3625 

have been obvious to a person having ordinary skill in the art to include in Laverty the 
use of a portable remote terminal to design and approve the products for purchase in 
the invention, because this would permit expanded purchasing capability by users of 
portable devices and thus increase sales potential. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark Fadok whose telephone number is (703) 605- 
4252. The examiner can normally be reached Monday thru Thursday 8:00 AM to 5:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on (703) 308-1065. 

Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to the Receptionist whose telephone number is 
(703) 308-1113. 

Any response to this action should be mailed to: 

Commissioner for Patents 

P.O. Box 1450 
Alexandria, Va. 22313-1450 

or faxed to: 
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(703) 872-9306 [Official communications; including 
After Final communications labeled 
"Box AF"] 

(703) 746-7206 [Informal/Draft communications, labeled 

"PROPOSED" or "DRAFT"] 
Hand delivered responses should be brought to Crystal Park 5, 2451 Crystal 
Drive, Arlington, VA, 7 th floor receptionist. 

Mark Fadok 



Patent Examiner 



